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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will appty and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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Detailed Office Action 
Status of Claims 

Claims 1 5 and 3-15 are pending. Claim 2 has been canceled. Claims 1 and 3-15 
are considered for examination in this office action. 

Specification 

The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

Where applicant acts as his or her own lexicographer to specifically define a term 
of a claim contrary to its ordinary meaning, the written description must clearly redefine 
the claim term and set forth the uncommon definition so as to put one reasonably skilled 
in the art on notice that the applicant intended to so redefine that claim term. Process 
Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. 
Cir. 1999). 

The term "working up" in claims 8 and 9 is used .The term is indefinite because 
the specification does not clearly redefine the term. 
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Claims 12 and 13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claims 12 and 13, applicant has recited, "the process of claim 7" which is 
improper, claim 7 is a product claim and not a process claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 7,12 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Derango et al (Biotechnology Letters Vol 16 No.3 March 1994, pp.24 1-246). 

Applicants claim a product-by-process for preparing (meth) acrylic esters 
comprising atleast one urethane group. 

Derango et al disclose (See Scheme I, page 242, Biotechnology Letters Vol 16 
No.3 March 1994, pp.24 1-246) a process for preparing Carbamoyloxyethyl methacrylate 
(in quantitative yields) comprising of reacting 2-hydroxyethyl carbamate and Vinyl 
methacrylate, thus anticipating claims 7,12 and 13 of the instant application. 
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"Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process". In re 
Thorpe, 777 F.2d 695,698,227 USPQ 964,966 (Fed. Cir. 1985) See MPEP 2113. 

Allowable Subject Matter 

Claims 1-6, and 8-11 will be allowable. 
The following is an examiner's statement of reasons for allowance: 

In the closest prior art or record, Regina Derango et al teach (see page 242, 
Scheme I; Biotechnology Letters Vol. 16 No.3 March 1994, pp.24 1-246) the process for 
preparing Carbamoyloxyethyl methacrylate starting from 2-hydroxyethyl carbamate and 
Vinyl methacrylate. However, the reference fails to teach or fairly suggest the process of 
the instant invention particularly, there is no mention of the saturated alcohol ester of 
(meth) acrylic acid, which is the key step in the instant process. 

Conclusion 

Claims 7,12 and 13 are rejected. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lalitha Nagubandi whose telephone number is 571 272 
7996. The examiner can normally be reached on 6.30am to 3.30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page can be reached on 571 272 0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Lalitha Nagubandi 

Patent Examiner 
Technology Center 1600 
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Samuel A Barts Ph.D. 



Primary Patent Examiner 
Technology Center 1600 



